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Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION TO WITHDRAW HOLDING OF ABANDONMENT 

UNDER37C,F.R.§1.81 

Sir: 

Applicants respectfully request withdrawal of holding of abandonment, the notice 
of which was mailed on September 27, 2006. In this matter, a final rejection was mailed to 
Applicants on June 13. 2005. In reply, on SeptembCT 13, 2005, Applicants transmitted a 
Request for Reconsideration "B" After Final Rejection. As a result, on December 28, 2005, 
the Examiner issued a new rejection indicating that "[a]pplicant's request for 
reconsideration of the finality of the rejection of the last Office action is persuasive and, 
therefore, the finality of that action is withdrawn." Action of December 28, 2005 at page 2. 
The PAIR database mistakenly indicates that this Office Action of December 28, 2005 is a 
final rejection, but the Office Action indicates that finality had been withdrawn. 
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Appl. No- 10/027,153 

Petition to Withdraw Holding of Abandonment 

On March 22, 2006, Applicants' representative interviewed Examiner Wachtel over 
the telephone and reached a tentative agreement on the claims. Applicants transmitted 
Amendment "C" on March 28, 2006 with a Certificate of Mailing or Transmission , 
responsive to the Office Action mailed December 28, 2005. On April 7, 2006, the Office 
mailed Applicants another Office Action indicated as non-final and identifying the serial 
number of the subject application but relating to an application patently different from the 
subject application. It is suspected by Applicants that the Office has no record of the 
April 7 Office Action because there is no record of it in the PAIR system. Therefore, 
Applicants respectfully submit a copy of the Office Action mailed to them on April 7, 
2006, This situation was discussed with Examiner Wachtel in at least two phone 
conversations on June 1 and June 27, 2006. The Examiner instructed Applicants' 
representative to respond to the April 7, 2006 Office Action and explain the mistake on the 
part of the Office, Applicants transmitted a Response and Request for Reconsideration on 
June 30, 2006 with a Certificate of Mailing or Transmission. On September 27, 2006, the 
Office mailed Applicants the Notice of Abandonment concluding that Applicants' 
response of June 30, 2006 was not mailed in sufficient time to respond to the Office Action 
mailed December 28, 2005. 

If the basis of holding the abandonment is that Applicants' Response and Request 
for Reconsideration transmitted on June 30, 2006 was not timely filed in response to the 
Office Action mailed December 28, 2005, it is manifest in the PAIR database that 
Applicants transmitted Amendment "C" on March 28, 2006 which is three months firom 
the mailing of the Office Action mailed December 28, 2005. meeting the shortened 
statutory response deadline. Additionally, Applicants respectfully submit that the Response 
and Request for Reconsideration mailed June 30, 2006 was mailed within three months of 
the last Office Action mailed to Applicants on April 7, 2006, meeting the shortened 
statutory response deadline. 

Applicants respectfijUy submit that because Amendment *'C" was transmitted 
within three months of the mailing of the Office Action of December 28, 2005 and the 
Response of June 30, 2006 was transmitted within three months of the maiUng of the 
Office Action of April 7, 2006, the Director should withdraw the Notice of Abandonment. 
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OCT 1 6 2006 
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Petition to Withdraw Holding of Abandonment 

Additionally, Amendment "C" was submitted in response to an interview in which a 
tentative agreement was reached between Applicants' representative and Examiner 
Wachtel that all of the claims in the subject application be allowed. Applicants further 
request that upon withdrawing of the holding of abandonment, the subject application be 
passed on to allowance. Should the Office have any questions regarding this matter, please 
feel free to contact the undersigned at the number below. 

Respectfully submitted, 




Jfames C. Paschall 
Attorney for Applicants 
Reg, No. 36,887 
(847) 391-2355 (phone) 
(847) 391-2387 (fax) 



JCP/gm 
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OfTice Action Summary 



Application No. 
10/027,153 



Examiner 
Alexis Wachtel 



Appllcant(s) 
UkRICCHIAETAL 



Alt Unit 
1764 



The MAILING DATE of this communication appears on the cover sheet with the comspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION 

. Extensions of time may to available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be Umely Hied 

- Failureto reply within the set or extervled period for reply will, by statute, cause ftie application to become ABANDONED (35 aS.C. § 133). 
Any reply received by the Office later than three months after the nnaning data of this communication, even if Umely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E Responsive to communication{s) filed on amd filed 12-7-04, 
2a)n This action is FINAL. 2b)H This action is non-final. 

3)n Since this application is in condition for allowance except for fonma) matters, prosecution as to the merits is 
closed In accordance with the practice under Ex parte Quayle. 1935 CD. 1 1 , 453 O.G. 213. 



is/are withdrawn from conslderatton. 



Disposition of Claims 

4) EI Claim(s) 1-4.6 and 8-16 is/are pending in the application. 

4a) Of the above clalm(s) 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-4.6.8-16 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requiremenL 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held In abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a dalm for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)a All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachmen((s) 

1 ) El Notice of References Cited (PTO-892) 

2) □ Notice of Draflspiefson's Patent Drawing Review (PTO-946) 

3) □ Infomnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) 13 Inlerwew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other . 



U.S. Patent and Tredanerti OAce « ^ , « ^. „ 

PTOL-328 (Rev. 7-05) Office Action Summary Part of Paper No./IUIafl Dale 20080322 
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Detailed Action 



Response to Amendment 



1 . Applicant's annendment and accompanying Remarks filed 1 1-28-05 have been 
entered and carefully considered. 

The amendment is sufficient to overcome the obviousness rejections of claims 1- 
4.6,8-16. However, an updated search yielded new prior art that provides a new basis of 
rejection as shown below. Applicant's arguments are rendered moot in view of the new 
grounds of rejection. 



obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disdosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



3. Claims 1-4,6,8-12 are rejected under 35 U.S.C. 103(a) as beirig unpatentable 
over US 61 59434 to Gonjo et al in view of DE 197 43 673 A1 to Schussler et al; US 
4983471 to Rerchner et al. 

With respect to claim 1 , Gonjo et al teach a system for heating or converting at 
least one medium, said system comprising at least one of an evaporator (Fig. 1 , item 2), 
a reactor (Fig.1 , items 4.4a,5,6a,6b) and a heat exchanger (Fig.i . item 7a}, having 
layers arranged in a stack (Col 5, lines 1 5-22), wherein the stack includes separator 



PAGE 7f17 " RCVD AT 1W1 6/2008 5:43:23 PM [Eastern Daylight Tbne] * SVR:USPTO-EFXRF-6/0 * DNIS:2738300 • CSID:847 391 2387 * DURATION 0nm-S8):O7-OO 



Claim Rejections - 35 (JSC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 



; 10/16/06 MON 16:45 FAX 847 391 2387. UOP PATENT DPT. PTO- CENTRAL- FAX B!008 

i 

* • * 

Application/Control Number: 10/027,153 Page 3 

Art Unit: 1764 

devices (46) which divides it into a plurality of function areas' wherein the layers are 
arranged between a lower end plate and an upper end plate (Gonjo et al, Fig^9). 

While Gonjo et al teaches the use of alloy plate layers some of which have a 
catalyst disposed thereon (Col 6, lines 10-19), Gonjo et al fails to teach that the layers 
are formed by pressing of the catalyst material and with respect to claim 13 that an 
insulation layer surrounding a stack of layers. Schussler et al teaches an apparatus 
made of pressed catalyst layers used for producing hydrogen from hydrocarbons. A 
reaction mixture flows under pressure through the catalyst layer while the pressure 
drops. Since the catalyst coated alloy plate layers used in the reactor portion of Gonjo et 
al's system and the pressed catalyst layers disclosed by Schussler et al are functionally 
equivalent, it would have been obvious to one of ordinary skill to have replaced the 
catalyst coated alloy plate layers with pressed catalyst layers with a reasonable 
expectation of success. With reference to Fig.2 of the Schussler et al reference, the 
surrounding edges of each pressed catalyst layer define, as a whole, an insulating layer 
surrounding the functional portions of each layer. 
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Gonjo et al in view of Schussler et al fail to teach that insulating plates are 
provided between the end plates and layers which are respectively adjacent to the end 
plates, Reichner et al teaches a reactor substantially surrounded by insulation (26). The 
insulation isolates the reactor from the outer environment. In view of this teaching it 
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would have been obvious to one of ordinary skill to have provided the apparatus taught 
in accordance with the relied on teachings of Gonjo et al and Schussler with insulation 
surrounding the stack, such that insulating plates are provided for the top and bottom of 
the stack. One of ordinary skill would have been motivated by the desire to prevent heat 
losses to the environment. 

Gonjo et al and Schussler do not teach the use of a lower end plate and an upper 
end plate as claimed; arranged at upper and lower extremities of said stack. Relchner et 
al teaches the use of lower and upper endplates (20). The end plates provide a housing 
that shields a reactor. In view of this teaching it would have been obvious to one of 
ordinary skill to have provided the apparatus taught in accordance with the teachings of 
Gonjo et al and Schussler with end plates as disclosed by Reichner One of ordinary 
skill would have been motivated by the desire to provide a barrier to physical damage 
for the stack of Gonjo et al. 

With respect to claim 2, Since Gonjo et al and Schussler et al as set forth above 
teach the use of layers formed from pressed catalyst, at least one medium can 
inherently be pressed through the layers, with a resulting pressure drop. 

With respect to claim 3, Since Gonjo et al and Schussler et al as set forth above 
teach the use of layers formed from pressed catalyst, at least one medium can 
inherently flow over the layers, with a resulting pressure drop. 

With respect to claim 4, Wherein said separator devices comprise insulating 
plates which divide the stacked layers into thermally mutually insulated function areas 
(Gonjo et al, item 46). 
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With respect to claim 6, Gonjo et al teaches that wherein separator plates are 
parallel to the layers (46). 

With respect to claim 8, the references as set forth above are silent as to the 
material used to make the endplates. However, aluminum is a light, strong, heat and 
corrosion resistant material. One of ordinary sicill would have recognized the utility of 
employing endplates made of aluminum motivated by the desire of using durable 
endplate material with a reasonable expectation of success. 

With respect to claim 9, devices for clamping the layers between the two end 
plates (Gonjo et al, Col 1 3. lines 25-26). 

With respect to claim 10, wherein the devices for clamping are fonmed by tie 
rods (Gonjo et al, Col 13, lines 25-26). 

With respect to claim 1 1 , Examiner notes that the edge layers of the layers are 
inherently sealed to some degree since a plurality of plates stacked additionally function 
to seal layer edges. 

With respect to claim 12, function areas that can operate at high temperature 
are formed in an interior of the stack (Fig, la. Item 7a), 

4. Claims 13-16 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
US 6.159,434 to Gonjo et al in view of DE 197 43 673 Al to Schussler et al; US 
4983471 to Reichner et al and US 5456889 to Pow et al. 

With respect to claim 13, Gonjo et al teaches a system Including at least one of 
an evaporator (2), a reactor (fig,1 , items 4,4a,5,6a,6b) and a heat exchanger (Flg.1 , 
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item 7a) for heating or converting at least one mediunr); a plurality of separator devices 
(46) which divide said stack into a plurality of function areas; 

Gonjo et al as set forth above fails to teach a plurality of layers of pressed 
catalyst materials, arranged In a stack; Schussler et al teaches an apparatus made of 
pressed catalyst layers used for producing hydrogen from hydrocarbons. A reaction 
mixture flows under pressure through the catalyst layer while the pressure drops. Since 
the catalyst coated alloy plate layers used in the reactor portion of Gonjo et al's system 
and the pressed catalyst layers disclosed by Schussler et al are functionally equivalent, 
it would have been obvious to one of ordinary skill to have replaced the catalyst coated 
alloy plate layers with pressed catalyst layers with a reasonable expectation of success. 
With reference to Fig.2 of the Schussler et al reference, the surrounding edges of each 
pressed catalyst layer define, as a whole, an insulating layer surrounding the functional 
portions of each layer. 

Gonjo et al and Schussler as set forth above falls to teach the use of an 
insulation layer insulating said stack from a surrounding environment, said insulation 
layer being formed separately from said stack and laterally surrounding said stack. 
Additionally, the references fail to teach insulating plates provkJed at the ends of the 
stack. Relchner et al teaches a reactor substantially surrounded by insulation (26). The 
insulation isolates the reactor from the outer environment. In view of this teaching it 
would have been obvious to one of ordinary skill to have provided the apparatus taught 
in accordance with the relied on teachings of Gonjo et al and Schussler with insulation 
sunounding the stack, such that insulating plates are provided for the top and bottom of 
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the stack in addition to insulation surrounding the stack. One of ordinary skill would 
have been motivated by the desire to prevent heat losses to the environment. 

Gonjo et al and Schussler do not teach the use of a lower end plate and an upper 
end plate; arranged at upper and lower extremities of said stack. Reichner et al teaches 
the use of lower and upper endplates (20). The end plates provide a housing that 
shields a reactor. In view of this teaching it would have been obvious to one of ordinary 
skill to have provided the apparatus taught in accordance with the teachings of Gonjo et 
al and Schussler with end plates as disclosed by Reichner, One of ordinary skill would 
have been motivated by the desire to provide a barrier to physical damage for the stack 
of Gonjo et al. 

Gonjo et al; Schussler; Reichner do not teach the use of devices for clamping 
the layers between the two end plates. Gonjo et al; Schussler; Reichner together. One 
of ordinary skill would have been motivated by the desire to provide user serviceable 
endplate clamping means. 

With respect to claim 14, as set forth above in text of the rejection of claim 13 as 
provided by the teachings of Pow et al, devices for clamping are provided extemally of 
reactor Internals and as such would have been provided outskJe a hermally insuakted 
area defined by outer insulating plates and insulation. Therefore, the art combination of 
Gonjo et al; Schussler et al; Reichner et al and Pow et al disclose the instant claim. 

With respect to claim 15, further comprising at least one of: educt ducts which 
extend through at least a portion of the layers, byway of which educt ducts individual 
function areas can be selectively acted upon by respective educts; connection ducts 
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which extend through at least a portion of the layers, by way of which connection ducts 
educts or products can be transferred from a first connection area into a second 
function area; product ducts which extend through at least a portion of the layers, by 
way of which product ducts heated educts and reaction products can be removed from 
the respective function areas (Gonjo et al, Fig.4). 

With respect to claim 16, further comprising, different educt ducts which 
selectively communicate with respective function areas for admitting an identical educt 
to different function areas, and different product ducts for removing the product from the 
respective function areas (Gonjo et al, Fig.4), 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex Wachtel whose telephone number is 571-272- 
1455. The examiner can normally be reached on 10:30am to 6:30pm. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. 
Glenn Caldarola. can be reached at (571 )-272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent 
Application Infomnation Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infonnation about the PAIR system, see http://pair-dlrect.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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